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Overview of  

PTAB Proceedings 



The America Invents Act (AIA) of 2012 was the 
biggest overhaul of the US Patent Act in 60 yrs. 

•  It transformed the US patent system from   
“first to invent” to “first to file”. 

•  Created the Patent & Trademark Appeals Board 
(PTAB), as part of the USPTO. 

•  Created new methods to challenge the validity 
of a patent at the PTAB, instead of in court. 

 

 

What is the PTAB? 



Nicknamed the “Patent Death Squad,” the PTAB 
is faster, cheaper, more effective than litigation, 
for invalidating patents.  

 

  

PTAB v. Litigation 

Method Time Cost Effectiveness 

PTAB 6 - 18 mos. < $500K 

LAWSUIT 24 - 36+ mos. > $1,000,000 



•  Panels of three admin judges at USPTO HQ 
(Virginia), or Dallas, Denver, Detroit, San Jose. 

•  Appeals Division: Appeals by patent applicants  
from decisions of patent examiners. 

•  Trial Division: New post-grant proceedings. 

PTAB Organization 



Types of PTAB Proceedings 

PTAB Type Who can File When to File Potential Grounds 

Post 
Grant 
Review 

Anyone Within 9 months 
of issuance 

Any invalidity ground 
except failure to 
disclose best mode 

Inter 
Partes 
Review 

Haven’t litigated 
over validity of 
the patent in the 
past year. 

At least 9 mos. 
after patent 
issued and any 
PGR is finished 

Prior publications    
or patents only (not 
prior sale, prior use, 
indefiniteness, 
inequitable, etc.) 

Covered 
Business 
Method 

Accused of 
infringing patent 
re financial 
products/services 

After Sept. 2012 
Any invalidity ground 
except failure to 
disclose best mode  



Source: Lex Machina 

Most PTAB Filings are IPRs 

CBM available only if 
charged w infringing 
financial patent 

PGR must be filed w/in 
9 months after patent 
issuance 

IPRs  



Patent Filings in District Court, ITC, PTAB 

Sources: Lex Machina, ITC 
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10/1/2018 to 2/28/2019 

 

 

PTAB Petitions by Technology  

Source: USPTO 



Source: USPTO 

Institution Rate by Technology 

10/2012 to 2/2019 

 

 



But also popular for invalidating blocking patents. 
 

Source: Lex Machina 2017 PTAB Report 

Most PTABS are in Response to Litigation 



IPR Timeline 

Institution if Reasonable likelihood 
of prevailing on at least one claim. 



 

 
Settled  
Pre-Institution 
 

 

 

 

        

 

Settlements Pre- and Post-Institution 

 
Settled  
Post-Institution 

 
Source: USPTO  
10/2012 to 2/2019 



 
 
 

IPR v. Litigation 

IPR District Court 

Burden   
of Proof 

Preponderance   
(more likely than not) 

Clear and convincing 

Discovery Rarely granted Extensive 

Trial 
Oral argument; 
usually no witnesses, 
just affidavits 

Oral argument,  
witnesses, written and 
video testimony, etc. 

Judge 
3 judges with patent 
and tech experience 

Judge/jury may have 
little or no experience 



PETITIONER: 

Before filing petition, select prior art carefully, and       
fully prepare arguments and experts to support claim 
construction and grounds for invalidation. 

PATENT OWNER: 

• Retain counsel fast.  Must file notice identifying counsel  
and other matters w/in 21 days.   

• File strong Preliminary Response, seeking to convince 
PTAB not to institute. 

Prompt Action Required 



 Major Developments  

Concerning PTAB 



Oil States Energy v. Greene’s Energy (USSCt., April 2018). 

• Oil States sued Greene’s for patent infringement in 2012. 

• Greene’s filed IPRs in response, challenging the patents. 

• Oil States argued IPR is unconstitutional, patents may be 
taken away only by a jury trial. 

• Supreme Court disagrees, holds patents may be granted 
or taken away by the USPTO. 

• IPR is Constitutional.  The process lives on. 

 

Inter Partes Review is Constitutional 



SAS Institute Inc. v. Iancu (USSCt., April 2018). 

• SAS filed IPR petition challenging 16 patent claims. 

• PTAB instituted review on just some of the challenged 
claims; issued final decision on just those claims. 

• Supreme Court found that improper. 

• If PTAB institutes IPR on any claim in petition, must issue 
final written decision on every claim in the petition. 

Partial Institutions of IPRs not Allowed 



PTAB was using broadest reasonable construction standard 
when evaluating patent claims. 

Courts applied narrower claim construction standard, 
based on Phillips v. AWH Corp. (Fed. Cir. 2005). 

Many complained that was unfair, making invalidation 
easier before the PTAB. 

10/2018: USPTO published rule requiring PTAB to apply 
same standard as courts. 

 

Claim Construction Standard Narrowed 



• Stronger preliminary responses, as the practice matures? 

• PTAB response to criticism (“patent death squad”)?  
 

Source: USPTO (2013 - 2/28/2019) 

 

Institution Rates Have Declined 



Improving PTAB Strategy 

With Data Analytics 



Examining data  

in order to  

draw conclusions 

to help make  

more informed 

business or legal 

decisions. 

What is Data Analytics? 



  
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

PTAB: Results of all Petitions 

Source: Lex Machina 



  
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

PTAB: All Cases Denied Institution 

Source: Lex Machina 



  
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

PTAB: All Cases Procedurally Dismissed 

Source: Lex Machina 



  
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

PTAB: Grounds for Institution/Final Decision 

Source: Lex Machina 



  
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

Judges: Compare All 

Source: Lex Machina 



  
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

Judge: Results of all Petitions  

Source: Lex Machina 



  
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

Judge: Grounds for Institutions/Decisions 

Source: Lex Machina 



  
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

Judge: List of all Cases  

Source: Lex Machina 



  
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

Law Firm: Results of all Petitions  

Source: Lex Machina 



Institutional Success Rates – Petitioner Law Firm  

 

 

 
 

 

 
 
 
 
Source: UnifiedPatents.com 

Law Firm: Success Rate 



  
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

Law Firm: List of all Cases 

Source: Lex Machina 



  
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

Law Firm: All Cases Settled Pre-Institution 

Source: Lex Machina 



  
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

Law Firm: Grounds - All Claims Unpatentable  

Source: Lex Machina 



  
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

Party: Results of all Petitions 

Source: Lex Machina 



  
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

Party: All Cases Settled Pre-Institution 

Source: Lex Machina 



Comments?  Questions? 

Thank you. 
 
 
Christopher M. Neumeyer 
Duane Morris & Selvam Taiwan 
cmneumeyer@duanemorrisselvam.com 



Christopher Neumeyer assists companies in Asia with diverse matters involving technology 
and intellectual property, including negotiating and drafting complex agreements, resolving 
transactions and disputes concerning patents, trade secrets, debt collection, investments, 
defective products, competition law, and regulatory compliance.  Mr. Neumeyer also works 
closely with his US colleagues on US litigation and administrative proceedings.   

Prior to joining Duane Morris, he practiced litigation in the US for ten years and served as 
APAC Counsel for Texas Instruments and Legal Director at Lite-On Technology Corporation.   

Mr. Neumeyer is licensed to practice in the State of California, US District Court for the 
Northern District of California, Ninth Circuit Court of Appeals, and in Taiwan as a registered 
foreign attorney.  He has lived in Taiwan since 2000. 
 
 

 

Christopher M. Neumeyer 
Special Counsel 
Duane Morris & Selvam Taiwan 
13F, No. 1, SongGao Rd., Xinyi Dist. 
Taipei City 11073, Taiwan 
cmneumeyer@duanemorrisselvam.com 



Delivering Solutions for 115 Years 
Founded in 1904, Duane Morris is a US firm with almost 800 lawyers in 30 offices, 
including in Taipei, Shanghai, Singapore, Hanoi, HCMC and Yangon.  We handle 
everything from patents, trademarks and trade secrets, to contracts, disputes, 
M&A and litigation.  We have almost two dozen Mandarin speaking attorneys. 



• Ranked #1 most effective firm in study by Patexia IP of all IPRs from 2012-2016. 
• Ranked #1 most effective firm in study by Unified Patents in 2018. 

• Represented TSMC in IPR of patents 6,805,779, 6,806,652, 6,853,142, 7,147,759. 

• Representing Cisco Systems in IPR of patents 9,253,332, 9,094525, 9,843,612. 
• Representing Ruckus Wireless in IPR of patents 9,270,024, 7,454,234, 7,873,389. 

• Represented Sony Computer Entertainment in IPR of patent 5,561,811. 

• Represented Verizon in IPR of patents 6,078,654, 6,188,756 and 6,496,579. 
• Represented GoPro in IPR of patents 8,896,694 and 8,890,954. 

• Represented NetApp in IPR of patent No. 5,978,791. 

• Represented Carl Zeiss in IPR of patent 6,313,452. 
• Represented Wright Medical in IPR of patents 6,440,138, 6,863,672, 6,955,677. 

• Represented Accord Healthcare in IPR of U.S. Patents 8,404,703 and 8,569,325. 
 

Representative PTAB Proceedings 



• TSMC v. Zond (D Del. 2014).  Represented TSMC. 
• Semcon Tech LLC v. TSMC (D. Del. 2013).  Represented TSMC. 
• Formosa Epitaxy v. Lexington Luminance (D. MA 2013).  Represented Formosa. 
• DW-link v. Giant Manufacturing (CDCA 2013).  Represented Giant. 
• Eidos Display v. AUO, et al. (EDTX 2011).  Represented Innolux. 
• Apeldyn v. AUO, et al. (D Del. 2008).  Represented Chi-Mei Innolux. 
• Plasma Physics v. Chi-Mei Optoelectronics (EDNY 2008).  Represented Chi-Mei. 
• Mosaid v. Powerchip Semiconductor, (EDTX 2006).  Represented Powerchip. 
• O2 Micro v. Beyond Innovation Tech (EDTX 2004).  Represented BIT. 
• Verifire Network Solutions v. Cisco Systems (E.D. Tex. 2015). Represented Cisco. 
• Chrimar Systems v. Belkin International (E.D. Tex. 2015). Represented Belkin.  
• UrgenSync, LLC v. EarthLink LLC (E.D. Tex. 2015). Represented EarthLink. 
• Script Security Solutions v. AT&T Digital Life (E.D. Tex. 2015). Represented AT&T.  
• Novocrypt v. Seagate Technology (E.D. Tex. 2015). Represented Seagate.   
 

Representative Patent Litigation 
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